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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 15 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Examiner interpreted claim 15 to be dependent upon claim 1 
as the dependency as written does not make sense because the ester cannot be both 
an ester of citric acid and a butyl ester. Applicant should either correct the dependency 
or rewrite the claim to clarify the limitation. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Iwase 
(JP 2002121452, Machine English translation and English translation of abstract). Iwase 

teaches an offset printing ink where the solvent is made of a diester compound of a 
dibasic acid (such as azelaic acid, for example (0016)) with an alcohol such as 1,3- 
pentanediol (0013-0017). Inherently a polycarboxylic acid will have at least 2 carboxylic 
acid groups. 
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Regarding claims 2-4, Iwase teaches that the fatty acid monoester is 40-60 wt. % 
of the solvent ingredients (0025). 

Regarding claim 6, Iwase teaches the use of an ester compound of an aliphatic 
diol that has a boiling point over 150 degrees C and is liquid at room temperature. 
Therefore, this encompasses aliphatic alcohols with at least 6 carbon atoms. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8, 14, and 16-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Iwase (JP 2002121452, Machine English translation and English 
translation of abstract) as in claims 1-7 above, further in view of Opre (US 6,284,720). 
Opre teaches a biodegradable solvent where an organic co-solvent is an ester of citric 
acid (a polycarboxylic acid with 3 carboxylic acid groups) (col. 2, lines 63-65). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to use 
the citric acid of Opre with the composition of Iwase because Opre teaches the 
environmental benefits of a biodegradable solvent. 

Regarding claims 16-18, Opre teaches the use of coconut oil as the ester in the 
ester based solvent (col. 3, lines 53-61). 
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Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Iwase (JP 2002121452, Machine English translation and English translation of abstract) 
as in claims 1-7 above, further in view of Nito (US 6,932,465). Nito teaches the use of 
trimellitic acid as part of the buffer in a reaction solution to be used with ink when 
printing (col. 1, lines 9-14; col. 5, lines 11-22). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the trimellitic acid of Nito 
with the composition of Iwase because Iwase teaches that control of the pH helps 
image quality (col. 3, lines 29-35). 

Claims 12 and 13 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Iwase (JP 2002121452, Machine English translation and English translation of abstract) 
as in claims 1-7 above, further in view of Arnaud (US 2004/002840). Arnaud teaches 
the production of a cosmetic such as a gloss with tridecyl trimellitate as the ester in the 
oil used in the cosmetic (0061-0070). It would have been obvious to one of ordinary skill 
in the art at the time of the invention to combine the ester of Arnaud with the 
composition of Iwase because Arnaud teaches a high gloss, non-sticky composition that 
is safe for human contact. Further the oil used in Arnaud is a solvent. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwase 
(JP 2002121452, Machine English translation and English translation of abstract) as in 
claims 1-7 above, further in view of Bergomi (US 3,665,060). Bergomi teaches the use 
of a butyl ester in an adhesive or binder in a pigment coating composition where the 
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butyl ester is an ester of a polycarboxylic acid (maleic acid) and produces a secondary 
butyl ester (Examples 6 and 7). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to combine the ester of Bergomi with the composition of 
Iwase because Bergomi teaches that the composition is particularly useful in pigment 
coating compositions for paper and paperboard (col. 1, lines 5-14; Example 7). 

Claims 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Iwase (JP 2002121452, Machine English translation and English translation of abstract) 
as in claims 1-7 above, further in view of Isenberg (US 2,389,781). Isenberg teaches the 
use of coconut oil in a luminescent coating material (col. 4, line 56-col. 5, line 9). The 
coconut oil can be used with the ester as part of the vehicle of the pigment (col. 4, lines 
36-55). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the coconut oil of Isenberg with the composition of Iwase because 
Isenberg teaches that coconut oil causes luminescence of the pigment for use in a paint 
(col. 1, lines 7-16). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MELISSA STALDER whose telephone number is 
(571)270-5832. The examiner can normally be reached on Monday-Friday, 8:00- 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Melvin Curtis Mayes can be reached on 571-272-1234. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



MS 

March 1 1 , 2009 
/Melvin Curtis Mayes/ 

Supervisory Patent Examiner, Art Unit 1793 



